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Remarks 

Claims 1, 7 and 12 were objected to as containing typographical errors. By the present 
amendment, such errors have been corrected and these claims are now believed to be 
typographically correct. 

Claims 1, 4, 7, 9, 12, 15, 17, 20, 23, 27, 30, 33, 37, 38, 40 and 41 were rejected under 
35 U.S.C. § 112, second paragraph, because there is "insufficient antecedent basis" for the 
limitation "the group." The term "the group" is recited in the claims as part of the introduction 
of several Markush groups. The proper form for claiming a Markush group as set forth in MPEP 
§ 21 73.05(h) is "selected from the group consisting of A, B and C." This is an accepted form for 
"claiming a genus expressed as a group consisting of certain specific materials." Id. This is 
precisely what Applicants' claims do. Accordingly, it is requested that this rejection be 
withdrawn. 

Claims 26 and 36 were rejected under 35 U.S.C. § 1 12, second paragraph, because there 
is "insufficient antecedent basis" for the limitations of "the distance" and "the surface." The 
claims have been amended to eliminate these limitations. As amended, it is believed that 
claims 26 and 36 now comply with the requirements of section 1 12. 

Claims 1-18, 20,21,23-28,30,31 and 33-42 were rejected under 35 U.S.C. § 103(a) as 
being unpatentable (obvious) over U.S. Patent No. 4,601,673 to Nasca in view of U.S. Patent 
No. 4,079,470 to Deeg et al. This rejection respectfully is traversed. 

The claims are directed to an artificial eye and a method of making such an eye. The 
apparatus claims claim a combination that in its most basic form comprises a base, a lens and a 
lamina, with the lens attached to the base and the lamina interposed between the base and the 
lens. The method claims claim a method that in its most basic form comprises attaching a lamina 
to a lens to form a lens-lamina structure and then attaching the lens-lamina structure to a base. 
Applicants acknowledge that the combination of a base, a lens and a lamina is well known in the 
prior art relating to artificial eyes, as exemplified by Nasca. 
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Significantly, however, the claims additionally specify that the lens be formed from a 
defined group of natural or synthetic materials having qualities that are particularly desirable in 
artificial eyes, including increased sparkle and greater hardness than glass eyes. Neither Nasca 
nor any of the other cited art relating to artificial eyes addresses the use of the claimed natural 
and synthetic materials. The Examiner concedes this by relying on the Deeg et al. patent that is 
directed to lens implants for real eyes (not artificial eyes as stated in the Office Action). 

The primary considerations for the lens implants of Deeg et al. are weight reduction, 
chemical stability and biological inertness. Col. 1, lines 28-32; col. 2, lines 43-45. These 
characteristics have virtually no relationship to the suitability of a particular material for use in 
artificial eyes. There is no suggestion in Deeg et al. that the lens materials disclosed there for use 
in real eyes would be suitable for use in artificial eyes. 

The combination of Nasca and Deeg et al. is a classical example of the use of Applicants' 
own invention as a road map for combining references. The Federal Circuit has repeatedly held 
that 

[t]here must be some reason, suggestion, or motivation found in 
the prior art whereby a person of ordinary skill in the field of the 
invention would make the combination [and] [t]hat knowledge 
can not come from the applicant's invention itself. 

In re Oetiker, 977 F.2d 1443, 1447 (Fed. Cir. 1992). See also In re Dembiezak, 175 F.3d 994, 
999 (Fed. Cir. 1999) (showing of a suggestion, teaching or motivation must be "clear and 
particular"). 

Here, the only evidence of a reason, suggestion or motivation to combine the teachings 
of Nasca and Deeg et al. is the present Applicants' disclosure. This hindsight approach for 
determining obviousness, using the Applicants' teaching as the basis for combining references, 
is precisely what the applicable Federal Circuit precedent cautions against. Accordingly, the 
rejection based on the combination of Nasca and Deeg et al. is improper and should be 
withdrawn. 
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Claims 1-4, 9-12, 17, 18, 20, 21, 23-25, 27, 28, 30, 31, 33-35 and 37-42 were rejected 
under 35 U.S.C. § 103(a) as being unpatentable (obvious) over U.S. Patent No. 3,480,971 to 
Smith in view of Deeg et al. This rejection respectfully is traversed. 

Smith, like Nasca, discloses an artificial eye that includes the combination of a base, a 
lens and a lamina. However, Smith, also like Nasca, fails to disclose or suggest the use of the 
claimed natural or synthetic materials for forming the lens. Accordingly, for the reasons 
discussed above concerning the impropriety of combining the Nasca and Deeg et al. teachings, 
the rejection based on the combination of Smith and Deeg et al. also is improper and should be 
withdrawn. 

Newly added claims 43-58 also specify that the lens be formed from one of the same 
groups of natural or synthetic materials and, therefore, also are patentable over the cited prior art. 

For the reasons set forth above, Applicants submit that the claims as amended are in 
compliance with 35 U.S.C. § 1 1 2 and patentably define Applicants' invention over the cited prior 
art. Reconsideration and allowance of the claims respectfully is requested. 



Respectfully submitted, 
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Reg. No. 24,238 
Attorney for Applicants 
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